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DETAILED ACTION 

1. Claims 1-3, 5, 8-25, 27-31, 33-40, 42-47, remained pending. 

Claim Rejections - 35 USC § 112 

2 The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant regards 
as his invention. 

3. Claims 1, 29, are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

In particular, Claims 1, and 29, recites the word [" at least some, "]. 

However this language fails to distinctly claim Applicant's invention because the scope of the 
claim is unclear. Moreover the specification fails to clarify, the meaning of the limitation. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all obviousness rejections 
set forth in this Office action: (a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 148 USPQ 459, that are applied for 
establishing a background for determining obviousness under 35 U.S.C. 103(a) are summarized as 
follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
unobviousness. 

6. Claims 1-3, 5, 8-25, 27-31, 33-40, 42-47 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Perazza patent (5,326,959) in view of Sekendur U.S Patent 5, 
477,012. 

As per claim 1 , Perazza discloses a method of enabling payment of bills, the via 
a bill the containing information relating to a requested payment, the bill including a 
plurality of tags, each tag containing coded data indicative of an identity of the bill a 
location of that tag on the bill; 

receiving, in a computer system, indicating data from a an optical imaging pen ("i. e, 
suitable optical character reader" see column 5 lines 30-35") 
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regarding the identity of the bill and a position of a relative to the bill, the pen when 
placed in an operative position relative to the bill, generating the indicating data using at 
least some of the coded data; and 

identifying, in the computer system and from the indicating data, at least one parameter 
relating to the requested payment.(Note abstract and see column 5-7 lines 1-67 and 
column 18 lines 27-67). 

Perazza fail to explicitly teach a nib of the pen. 

However sckendur discloses provide a system that most closely emulates the use of 
pen and paper. Accordingly, the present invention proposes the use of a surface (paper) 
formatted with a position-related coding means for indicating X-Y coordinates capable of 
reflecting a frequency of light. The stylus (pen) has a light source of a frequency for 
illuminating the surface. The frequency of light is absorbed by the surrounding surface 
but reflected by the coding means back into the stylus onto a charge-coupled device 
(CCD) chip located within the stylus. The information is sent to a computer for 
processing and finally output to the user. The frequency(s) of light to be used depends 
on the application. For example, infrared light and light reflecting means can be used for 
hand writing on paper to be invisible and not interfere with the written text.(see column 4 
lines 1-67 and column 5 lines 1-35 and column 2 lines 1-67). 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Perazza suitable optical character reader 
to include a pen or nib of the pen taught by sckendur in order to generate computer data 
from obtaining and outputting the position and/or movement of a moveable element in a 
data space, in two or three dimensions, such as might be used for determining the 
position and/or movement of a pen on or over paper. 

As per claim 2, Perazza discloses in which said at least one parameter relating to 
the requested payment is associated with at least one zone of the bin and in which the 
method includes identifying, in the computer system and from the zone relative to which 
the pen("i. e, suitable optical character reader") see column 5 lines 30-35") is located, 
said at least one parameter. (Note abstract and see column 5-7 lines 1-67 and column 
18 lines 27-67). 



Application/Control Number: 09/722,174 Page 4 

Art Unit: 3692 

As per claim 3, Perazza discloses which includes receiving, in the computer 
system, data regarding movement of the device pen ("i. e, suitable optical character 
reader") see column 5 lines 30-35") relative to the bill, the pen sensing its movement 
relative to the bill using at least some of the coded date:, and 
identifying, in the computer system and from said movement being at least partially 
within said at least one zone, said at least one parameter of the requested payment. 
(Note abstract and see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 5, Perazza discloses the method including further steps of: 
receiving, in the computer system, data from the pen("i. e, suitable optical character 
reader" see column 5 lines 30-35") regarding an identity of a person associated with 
the pen identifying, in the computer system and from the data regarding the identity of 
the person the requested payment. (Note abstract and see column 5-7 lines 1-67 and 
column 18 lines 27-67). 

As per claim 8, Perazza discloses in which the at least one parameter is an 
action parameter of the requested payment, the method including affecting, in the 
computer system, an operation in respect of the action parameter. (Note abstract and 
see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 9, Perazza discloses in which the action parameter of the requested 
payment is selected from the group comprising: 

requesting that payment be made, specifying a payment amount or resetting the bill to 
an original state. (Note abstract and see column 5-7 lines 1-67 and column 18 lines 27- 
67). 

As per claim 10, Perazza discloses in which the parameter is an option parameter 
of the requested payment, the method including identifying, in the computer system, 
that the person has entered a hand-drawn mark by means of the pen ("i. e, suitable 
optical character reader" see column 5 lines 30-35") and effecting, in the computer 
system, an operation associated with the option parameter. (Note abstract and see 
column 5-7 lines 1-67 and column 18 lines 27-67). 
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As per claim 11, Perazza discloses in which the option parameter is associated 
with at least one of cardholder name, payment method or credit card type. (Note 
abstract and see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 12, Perazza discloses in which the parameter is a text parameter of 
the requested payment, the method including identifying, in the computer system, that 
the person has entered handwritten text data by means of the pen("i. e, suitable optical 
character reader" see column 5 lines 30-35") effecting, in the computer system, an 
operation associated with the text parameter. (Note abstract and see column 5-7 lines 
1-67 and column 18 lines 27-67). 

As per claim 13, Perazza discloses which includes converting, in the computer 
system, the handwritten text data("i. e, suitable optical character reader" see column 5 
lines 30-35") to computer text. (Note abstract and see column 5-7 lines 1-67 and 
column 18 lines 27-67). 

As per claim 14, Perazza discloses in which the text parameter is associated with 
at least one of a cardholder name, an amount paid or a card expiry date. (Note 
abstract and see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 15, Perazza discloses in which the at least one parameter is an 
authorization parameter of the requested payment, the method including identifying, in 
the computer system, that the person bas entered a handwritten signature by means 
of the pen("i. e, suitable optical character reader" see column 5 lines 30-35") effecting, 
in the computer system, an operation associated with the authorization parameter. 
(Note abstract and see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 16, Perazza discloses which includes verifying, in the computer 
system, that the signature is that of the person. (Note abstract and see column 5-7 
lines 1-67 and column 18 lines 27-67). 

As per claim 17, Perazza discloses in which the authorization parameter is 
associated with payment authorization. (Note abstract and see column 5-7 lines 1-67 
and column 18 lines 27-67). 
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As per claim 18, Perazza discloses which includes enabling the person to print the 
bill on demand. (Note abstract and see column 5-7 lines 1-67 and column 18 lines 27- 
67). 

As per claim 19, Perazza discloses which includes printing the bill on a surface 
and, at the same time that the bill is printed, printing the coded data on the surface. 
(Note abstract and see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 20, Perazza discloses which includes printing the coded data to be 
invisible to an average unaided human eye. (Note abstract and see column 5-7 lines 1- 
67 and column 18 lines 27-67). 

As per claim 21 , Perazza discloses which includes retaining a retrievable record 
of each bill generated, the bill being retrievable using its identity as contained in its 
coded data. (Note abstract and see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 22, Perazza discloses which includes distributing a plurality of the 
bills using a mixture of multicast and pointcast communications protocols. (Note 
abstract and see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 23, Perazza discloses in which the pen contains identity data which 
imparts a unique identity to the pen("i. e, suitable optical character reader" see column 
5 lines 30-35") and identifies it as being associated with the person and in which the 
method includes monitoring, in the computer system, said identity. (Note abstract and 
see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 24, Perazza discloses which includes providing all required 
information relating to the requested payment in the bill to eliminate the need for a 
separate display device. (Note abstract and see column 5-7 lines 1-67 and column 18 
lines 27-67). 

As per claim 25, Perazza discloses 25. (Currently Amended) The method of claim 
1 in which the bill is printed on multiple pages and in which the method includes 
binding the pages. (Note abstract and see column 5-7 lines 1-67 and column 18 lines 
27-67). 

As per claim 27, Perazza discloses wherein: 
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a printer associated with the penfi. e, suitable optical character reader" see column 5 
lines 30-35") is caused to print a payment receipt after a payment has been 
completed. (Note abstract and see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 28, Perazza discloses whereon the payment receipt comprises 
coded data indicative of the identity of the receipt. (Note abstract and see column 5-7 
lines 1-67 and column 18 lines 27-67). 

As per claim 29, Perazza discloses a method of enabling payment of bills, the 
via a bill containing information relating to a requested payment, the bill including a 
plurality of tins, each tag containing coded data indicative of an identity of the bill a 
location of that tag on the bill; 

receiving, in a computer system, indicating data from-a an optical imaging pen ("i. e, 
suitable optical character reader" see column 5 lines 30-35") 
regarding the identity of the bill and a position of relative to the bill, the pen when 
placed in an operative position relative to the bill, generating the indicating data using at 
least some of the coded data; and 

identifying, in the computer system and from the indicating data, at least one parameter 
relating to the requested payment. (Note abstract and see column 5-7 lines 1-67 and 
column 18 lines 27-67). 

Perazza fail to explicitly teach a nib of the pen. 

However sckendur discloses provide a system that most closely emulates the use of 
pen and paper. Accordingly, the present invention proposes the use of a surface (paper) 
formatted with a position-related coding means for indicating X-Y coordinates capable of 
reflecting a frequency of light. The stylus (pen) has a light source of a frequency for 
illuminating the surface. The frequency of light is absorbed by the surrounding surface 
but reflected by the coding means back into the stylus onto a charge-coupled device 
(CCD) chip located within the stylus. The information is sent to a computer for 
processing and finally output to the user. The frequency(s) of light to be used depends 
on the application. For example, infrared light and light reflecting means can be used for 
hand writing on paper to be invisible and not interfere with the written text.(see column 4 
lines 1-67 and column 5 lines 1-35 and column 2 lines 1-67). 
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Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Perazza suitable optical character reader 
to include a pen or nib of the pen taught by sckendur in order to generate computer data 
from obtaining and outputting the position and/or movement of a moveable element in a 
data space, in two or three dimensions, such as might be used for determining the 
position and/or movement of a pen on or over paper. 

As per claim 30, Perazza discloses in which said at least one parameter relating 
to the requested payment is associated with at least one zone of the bill, .(see column 
4 lines 1-67 and column 5 lines 1-35 and column 2 lines 1-67). 

As per claim 31 , Perazza discloses which includes the pen ("i. e, suitable optical 
character reader" see column 5 lines 30-35") 

the pen sensing its movement relative to the bill using at least some of the coded 
data. (Note abstract and see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 33, Perazza discloses wherein the computer system is configured 
for receiving form the pen data regarding identity of a person associated with the pen("i. 
e, suitable optical character reader" see column 5 lines 30-35") identifying from said 
received data a requested payment, the pen containing the data regarding the identity 
of the person. (Note abstract and see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 34, Perazza discloses in which the coded data is also indicative of 
at least one parameter of the requested payment, the computer system receiving 
indicating data from the pen ("i. e, suitable optical character reader" see column 5 lines 
30-35") regarding said at least one parameter of the requested payment, and the pen 
sensing the indicating data using at least some of the coded data. (Note abstract and 
see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 35, Perazza discloses which includes the pen("i. e, suitable optical 
character reader" see column 5 lines 30-35"), the pen sensing its movement relative to 
the bill. (Note abstract and see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 36, Perazza discloses in which said at least one parameter of the 
requested payment is selected from the group comprising an action parameter of the 
requested payment, an option parameter of the requested payment, a text parameter of 
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the requested payment, or an authorization parameter of the requested payment. (Note 
abstract and see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 37, Perazza discloses in which the action parameter of the 
requested payment is selected from the group comprising: 

requesting that payment be made, specifying a payment amount, or resetting the bill to 
an original state. (Note abstract and see column 5-7 lines 1-67 and column 18 lines 27- 
67). 

As per claim 38, Perazza discloses i n which the option parameter is associated 
with at least one of cardholder name, payment method, or credit card type. (Note 
abstract and see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 39, Perazza discloses in which the text parameter is associated with 
at least one of a cardholder name, an amount paid, or a card expiry date. (Note abstract 
and see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 40, Perazza discloses in which the authorization parameter is 
associated with payment authorization. (Note abstract and see column 5-7 lines 1-67 
and column 18 lines 27-67). 

As per claim 42, Perazza discloses in which the pen contains identity data which 
imparts a unique identity to the pen ("i. e, suitable optical character reader" see column 
5 lines 30-35") and identifies it as being associated with a particular person. 

As per claim 43, Perazza discloses in which the bill i s printed on a surface and in 
which the system includes a printer for printing the bill on demand. (Note abstract and 
see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 44, Perazza discloses in which the printer prints the coded data at 
the same time as printing the bill or payment receipt. (Note abstract and see column 5-7 
lines 1-67 and column 18 lines 27-67). 

As per claim 45, Perazza discloses in which the coded data is substantially invisible. 
(Note abstract and see column 5-7 lines 1-67 and column 18 lines 27-67). 

As per claim 46, Perazza discloses which includes a database for keeping a 
retrievable record of each bill generated, each bill being retrievable by using its identity 
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as included in its coded data. (Note abstract and see column 5-7 lines 1-67 and column 
18 lines 27-67). 

As per claim 47, Perazza discloses in which, to cater for a bill printed on multiple 
pages, the printer includes & binder for binding the pages. (Note abstract and see 
column 5-7 lines 1-67 and column 18 lines 27-67). 

Conclusion 
Response to Arguments 

7. Applicant 's arguments filed on 03/1 5/2007 have been fully considered but they are 
moot in view of new grounds of rejections. 

8. Applicant's claims 1 , 29, states " when placed in an operative position, 
configured for" 

However the subject matter of a properly construed claim is defined by the terms that 
limit its scope. It is this subject matter that must be examined. As a general matter, the 
grammar and intended meaning of terms used in a claim will dictate whether the 
language limits the claim scope. Language that suggests or makes optional but does 
not require steps to be performed or does not limit a claim to a particular structure does 
not limit the scope of a claim or claim limitation. The following are examples of language 
that may raise a question as to the limiting effect of the language in a claim: 

(A) statements of intended use or field of use, 

(B) "adapted to" or "adapted for" clauses, 

(C) "wherein" clauses, or 

(D) "whereby" clauses. 

This list of examples is not intended to be exhaustive. See also MPEP § 21 1 1 .04. 
**>USPTO personnel are to give claims their broadest reasonable interpretation in light 
of the supporting disclosure. In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023, 
1027-28 (Fed. Cir. 1997). Limitations appearing in the specification but not recited in the 
claim should not be read into the claim. E-Pass Techs., Inc. v. 3Com Corp., 343 F.3d 
1364, 1369, 67 USPQ2d 1947, 1950 (Fed. Cir. 2003) (claims must be interpreted "in 
view of the specification" without importing limitations from the specification into the 
claims unnecessarily). In re Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541, 550- 
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551 (CCPA 1969). See also In re Zletz, 893 F.2d 319, 321-22, 13 USPQ2d 1320, 
1322 (Fed. Cir. 1989) ("During patent examination the pending claims must be 
interpreted as broadly as their terms reasonably allow.... The reason is simply that 
during patent prosecution when claims can be amended, ambiguities should 
be recognized, scope and breadth of language explored, and clarification imposed.... An 
essential purpose of patent examination is to fashion claims that are precise, clear, 
correct, and unambiguous. 

Only in this way can uncertainties of claim scope be removed, as much as possible, 
during the administrative process.").< 

Where an explicit definition is provided by the applicant for a term, that definition will 
control interpretation of the term as it is used in the claim. Toro Co. v. White 
Consolidated Industries Inc., 199 F.3d 1295, 1301, 53 USPQ2d 1065, 1069 (Fed. 
Cir. 1999) (meaning of words used in a claim is not construed in a "lexicographic 
vacuum, but in the context of the specification and drawings."). Any special meaning 
assigned to a term "must be sufficiently clear in the specification that any departure from 
common usage would be so understood by a person of experience in the field of the 
invention." Multiform Desiccants Inc. v. Medzam Ltd., 133 F.3d 1473, 1477, 
45 USPQ2d 1429, 1432 (Fed. Cir. 1998). See also MPEP §2111.01. 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

7. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Clement B Graham whose telephone number is 571- 
272- 6795. The examiner can normally be reached on 7am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on 703-308-0505. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-0040 
for regular communications and 703-305-0040 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 

CG 

July 19, 2007 
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